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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 29 March 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 43.48.49.51-57. 59-65.68 and 74-83 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 43.48.49.51-57.59-65.68 and 74-83 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 27 December 2001 is/are: a)EE3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . Applicant's arguments with respect to claims 43, 48, 49, 51-57, 59-65, 68 and 74- 
83 have been considered but are moot in view of the new ground(s) of rejection. 

2. Claims 43, 48, 49, 51-57, 59-65, 68 and 74-83 are rejected under 35 U.S.C. 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Independent claims 43 and 82 are directed to a "tested semiconductor device" 
further defined in the claims as "a wafer having a plurality of semiconductor devices 
thereon, each of said semiconductor devices including a plurality of electrical contact 
terminals" produced by " a process " comprising a sequence of steps of producing a 
different product (Emphasis Added) , more specifically, a probe card assembly. The 
claimed invention lacks clarity with respect to what is really being claimed. Are 
Applicants claiming a semiconductor device or a probe card assembly or some 
combination of the two? Assuming Applicants' invention is the tested semiconductor 
device produced by a process that requires the use of a probe card assembly, then as 
such, the claims are considered to fall under the definition of Product-By-Process. In a 
product by process claim such as that described in claims 43 and 82, the process 
described therein does not appear to further limit the scope of the claimed apparatus. 
This, in itself, presents an issue of indefiniteness. Given the indefiniteness of the 
claimed invention as noted supra, the invention appears to be constrained to a wafer 
having a plurality of tested semiconductor devices thereon, each of said semiconductor 
devices including a plurality of electrical contact terminals as best understood by the 
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Examiner. Additionally, dependent claims 48, 49, 51-57, 59-65, 68, 74-81 and 83 are 
directed to the process and do not add substance to the claimed apparatus. Therefore, 
each of the pending claims 43, 48, 49, 51-57, 59-65, 68, 74-83 appear to be constrained 
to a wafer having a plurality of tested semiconductor devices thereon, each of said 
semiconductor devices including a plurality of electrical contact terminals as best 
understood by the Examiner. 

Detailed explanations of how product-by-process claims are defined is described 
in MPEP paragraphs 21 73.05(p) and 2113. 



2173.05(p) Claim Directed to Product-By- Process or Product and Process 

There are many situations where claims are permissively drafted to include a 
reference to more than one statutory class of invention. 

I. PRODUCT-BY-PROCESS 

A product-by-process claim, which is a product claim that defines the claimed 
product in terms of the process by which it is made, is proper. In re Luck, 476 
F.2d 650, 177 USPQ 523 (CCPA 1973); In re Pilkington, 411 F.2d 1345, 162 
USPQ 145 (CCPA 1969); In re Steppan, 394 F.2d 1013, 156 USPQ 143 (CCPA 
1967). A claim to a device, apparatus, manufacture, or composition of matter 
may contain a reference to the process in which it is intended to be used without 
being objectionable under 35 U.S.C. 112, second paragraph, so long as it is 
clear that the claim is directed to the product and not the process. 
An applicant may present claims of varying scope even if it is necessary to 
describe the claimed product in product-by-process terms. Ex parte Pantzer, 176 
USPQ 141 (Bd. App. 1972). 

II. PRODUCT AND PROCESS IN THE SAME CLAIM 

A single claim which claims both an apparatus and the method steps of using the 
apparatus is indefinite under 35 U.S.C. 112, second paragraph. In Ex parte 
Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Inter. 1990), a claim directed to an 
automatic transmission workstand and the method steps of using it was held to 
be ambiguous and properly rejected under 35 U.S.C. 112, second paragraph. 
Such claims should also be rejected under 35 U.S.C. 101 based on the theory 
that the claim is directed to neither a "process" nor a "machine," but rather 
embraces or overlaps two different statutory classes of invention set forth in 
35 U.S.C. 101 which is drafted so as to set forth the statutory classes of invention 
in the alternative only. Id. at 1551 . 
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2113 [R-1] Product-by-Process Claims 

PRODUCT-BY-PROCESS CLAIMS ARE NOT LIMITED TO THE 
MANIPULATIONS OF THE RECITED STEPS, ONLY THE STRUCTURE 
IMPLIED BY THE STEPS 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was 
made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (citations omitted) (Claim was directed to a novolac color 
developer. The process of making the developer was allowed. The difference 
between the inventive process and the prior art was the addition of metal oxide 
and carboxylic acid as separate ingredients instead of adding the more 
expensive pre-reacted metal carboxylate. The product-by-process claim was 
rejected because the end product, in both the prior art and the allowed process, 
ends up containing metal carboxylate. The fact that the metal carboxylate is not 
directly added, but is instead produced in-situ does not change the end product.). 

>The structure implied by the process steps should be considered when 
assessing the patentability of product-by-process claims over the prior art, 
especially where the product can only be defined by the process steps by which 
the product is made, or where the manufacturing process steps would be 
expected to impart distinctive structural characteristics to the final product. See, 
e.g., In re Garnero, 412 F.2d 276, 279, 162 USPQ 221, 223 (CCPA 1979) 
(holding "interbonded by interfusion" to limit structure of the claimed composite 
and noting that terms such as "welded," "intermixed," "ground in place," "press 
fitted," and "etched" are capable of construction as structural limitations.)< 

ONCE A PRODUCT APPEARING TO BE SUBSTANTIALLY IDENTICAL IS 
FOUND AND A 35 U.S.C. 1 02 /103 REJECTION MADE, THE BURDEN 
SHIFTS TO THE APPLICANT TO SHOW AN UNOBVIOUS DIFFERENCE 

"The Patent Office bears a lesser burden of proof in making out a case of prima 
facie obviousness for product-by-process claims because of their peculiar nature" 
than when a product is claimed in the conventional fashion. In re Fessmann, 489 
F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the examiner provides a 
rationale tending to show that the claimed product appears to be the same or 
similar to that of the prior art, although produced by a different process, the 
burden shifts to applicant to come forward with evidence establishing an 
unobvious difference between the claimed product and the prior art product. In re 
Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) (The claims 
were directed to a zeolite manufactured by mixing together various inorganic 
materials in solution and heating the resultant gel to form a crystalline metal 
silicate essentially free of alkali metal. The prior art described a process of 
making a zeolite which, after ion exchange to remove alkali metal, appeared to 
be "essentially free of alkali metal." The court upheld the rejection because the 
applicant had not come forward with any evidence that the prior art was not 
"essentially free of alkali metal" and therefore a different and unobvious product.). 
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Ex parte Gray, 10 USPQ2d 1922 (Bel. Pat. App. & Inter. 1989) (The prior art 
disclosed human nerve growth factor (b-NGF) isolated from human placental 
tissue. The claim was directed to b-NGF produced through genetic engineering 
techniques. The factor produced seemed to be substantially the same whether 
isolated from tissue or produced through genetic engineering. While the applicant 
questioned the purity of the prior art factor, no concrete evidence of an unobvious 
difference was presented. The Board stated that the dispositive issue is whether 
the claimed factor exhibits any unexpected properties compared with the factor 
disclosed by the prior art. The Board further stated that the applicant should have 
made some comparison between the two factors to establish unexpected 
properties since the materials appeared to be identical or only slightly different.). 

THE USE OF 35 U.S.C. 102 /103 REJECTIONS FOR PRODUCT-BY-PROCESS 
CLAIMS HAS BEEN APPROVED BY THE COURTS 

H [T]he lack of physical description in a product-by-process claim makes 
determination of the patentability of the claim more difficult, since in spite of the 
fact that the claim may recite only process limitations, it is the patentability of the 
product claimed and not of the recited process steps which must be established. 
We are therefore of the opinion that when the prior art discloses a product which 
reasonably appears to be either identical with or only slightly different than a 
product claimed in a product-by-process claim, a rejection based alternatively on 
either section 102 or section 103 of the statute is eminently fair and acceptable. 
As a practical matter, the Patent Office is not equipped to manufacture products 
by the myriad of processes put before it and then obtain prior art products and 
make physical comparisons therewith." In re Brown, 459 F. 2d 531, 535, 173 
USPQ 685, 688 (CCPA 1972). 



Additionally, claim 60 recites the limitation "said tips" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. Moreover claim 60 is 
dependent on cancelled claim 44. 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 43, 48, 49, 51-57, 59-65, 68 and 74-83 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Axer (5285082). 

Axer anticipates (Figure 1) a wafer (as identified in the Abstract) having a 
plurality of tested semiconductor devices (at least 10, 20, 30 and 32) thereon, each of 
said semiconductor devices including a plurality of electrical contact terminals (at least 
11-19 and 21-29); as the apparatus of claims 43, 48, 49, 51-57, 59-65, 68 and 74-83. 
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Even though Axer does not recite the process described in any of claims 43, 48, 
49, 51-57, 59-65, 68 and 74-83, it would have been obvious to one having ordinary skill 
in the art to have tested the claimed apparatus because one would want to know if the 
apparatus functions as anticipated in order to determine how to proceed in placing the 
apparatus into its intended environment. How the device is tested and by what 
apparatus used to perform the test can be selected from a wide variety of test 
processes, not limited to that described by the claimed invention, that achieves the 
same result, specifically to a wafer having a plurality of tested semiconductor devices 
thereon, each of said semiconductor devices including a plurality of electrical contact 
terminals. Moreover Axer is directed to testing semiconductor devices on a wafer as 
described in Axer's Abstract. 

7. A shortened statutory period for response to this action is set to expire three 
month(s) from the date of this letter. Failure to respond within the period for response 
will cause the application to become abandoned. 35 U.S.C. 133 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kobert whose telephone number is (571) 272- 
1963. The Examiner's Supervisor, Kammie Cuneo, can be reached at (571) 272-1957. 
For an automated menu of Tech Center 2800 phone numbers call (571) 272-2800. 




